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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Trademark Registration No.: 3597904
Filed: September 11, 2017

For the marks: SHAPLEY'S

Date Registered: March 31, 2009

Mark J. Shapley, Mary B. Shapley, and
Shapley’s, Inc.

(Petitioners)

V. Cancellation No. 92066858
Koestler,Inc.
(Registrant)

AMENDED PETITION FOR CANCELLATION

Petitioners Mark J. Shapley, Mary B. Shapland Shapley’s, Inc(collectively, the
“Petitioners”), residents of Mhison County, Mississippi and a $4issippi corporation with its
principal place of business in Migon County, Mississipprespectively, believe they have been
and will be damaged by the conted presence on the Princigaégister of Registration No.
3597904 for the mark “SHAPLEY'S” in class 48r “restaurant and bar services” (the
“Registration”). Koestler, Inc. (“Koestler”), llississippi corporation witlts principal place of
business at 868 Centre Street, Ridgeland, ®Bggpi 39157, fraudulently applied for and
obtained the Registration. Petiter hereby petitions to canctie Registration pursuant to
Section 14 of the Trademark Act of 1946 (15 U.S.C. § 1064).

Petitioners’ grounds for thiBetition are as follows:

A. Koestler is not, and was not at the time ofiling its application for registration, the
rightful owner of the Shapley’s mark.

1. In 1985, Petitioners Mark and Mar8hapley opened aestk and seafood

restaurant named Shapley’s in the metro JackMississippi area. Patihers Mark and Mary
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Shapley provided restaurant abar services under the “Shapley’s” service mark (the “Mark”).
Petitioner Shapley’s, Inc. wascorporated three years later,1888, with Petitioners Mark and
Mary Shapley as the sole shareholders.

2. Shapley Development, LLC was formadAugust 1997, with Petitioners as the
sole members. Shapley Development, Lb@ns the Ridgeland, Msissippi property and
building at 868 Centre Street, Ridgeland, Mispissiwhere Petitioners’ restaurant was located
and Koestler’'s restaurant is located.

3. In July 1998, Petitioner Shapley’s, Inc. and Koestler entered into an Asset
Purchase Agreement (the “Agreement”), pursaanthich Petitioner Shapley’s, Inc. desired to
sell to Koestler, and Koestler desired to purchase from Petitioner Shapley’s, Inc. “the Purchased
Assets” according to the termadaconditions of the Agreemer8eeExhibit A, Asset Purchase
Agreement at p. 1.

4. The “BASIC TRANSACTION?” section of the Agreement states, in part:

A Sale and Parchase of Assets. At the Closing, effective as of the Purchase Date,
Seller will sell and convey to Buyer, and Buyer will purchase and accept from Selle,
the Purchased Assets. Buyer has agreed to purchase, and Seller has apreed to sell,
only the Purchased Assets, No other assets of the Seller, including but not limited
to cash, bank accounts, other cash equivalents, securities, real estate, or interests in
real estate shall be purchased by Buyer or sold by Seller.

SeeExhibit A, Asset Purchase Agreemengaiction I, p. 6 (highlights added).
5. The Agreement defines “Purchased Assets™the assets deribed in Schedule
1.L. hereof.” SeeExhibit A, Asset Purchase Agreementaiction I, p. 6 (highlights added).

6. Schedule 1.L. to the Agreement identifies the following “Purchased Assets”:

RURCHASED ASSETS

(2) Al fumniture, fixtures, equipment and inventory located in the building situated at 868
Centre Street, Ridgeland, Mississippi, as of the close of business on July 11, 1998, less and except
the following:

@ Eudora Welty Print
(i) "Martk in the Garden" Portrait
(i) Venta-Hood
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The equipment shall include, but shall not be limited to, the items described on Schedule 1.
L.-A.

(b)  The exclusive right to use the name "Shapley's" or "Shapley’s Restaurant™ within a
50 miles radius of Jackson, Mississippi for a term beginning on the date of this Agreement and
ending on the date the Lease is terminated, excluding Shapley's Gourmet Foods, a direct sale food
business owned by Shareholders. This exclusive right shall also terminate if Buyer defaults on the
Promissory Note or the Lease and such default is not cured under the terms of such agreements.

SeeExhibit A, Asset Purchase Agreement at Schedule 1.L. (highlights added).
7. The Mark was not included ithe sale as “Purchaségsets.” Instead, Koestler
received an exclusive license to use the Maitkiw a 50 mile radiuof Jackson, Mississippi

“for a term beginning on the ti&aof [the] Agreement andnding on the date the Lease is

terminated.”SeeExhibit A, Asset Purchase Agreenmem Schedule 1.L. (emphasis added).

8. Regarding the “Lease,” the Agreement states:

A. Leage. At the Closing, Buyer will exccute and deliver, and Seller will execute or
cause the owners of the Real Property to execute and deliver, the Lease.”

SeeExhibit A, Asset Purchase Agreemensaiction Ill, p. 3 (highlights added).
9. The Lease executed by Shapley DevelopgmielnC and Koestler pursuant to the

Agreement states:

2. Term. The primary term of this Lease shall commence on July 11, 1998 and shall
expire on June 30, 2008. Tenant shall have the right to renew this Lease for one additional
consecutive term of ten years beginning on July 1, 2008 and expiring on June 30, 2018 by giving

notice as provided herein to Landlord before December 31, 2007. (The primary term and

renewal term are sometimes herein collectively “Term").

SeeExhibit B, Lease at 2.
10.  Effective February 1, 2008, Shapley Denywhent, LLC and Koestler entered into
a First Amendment to Lease (“First Amendmen8geExhibit C, First Amendment. The First

Amendment states, in part:
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A_ Section 2. of the Lease is hereby deleted in its entirety and replaced with the
following:

“2.  Term. The primary term of this Lease shall commence on July 11,
1998, and shall expire on June 30, 2008. The term of this Lease shall
automatically extend for a renewal term of five (5) years, commencing on July I,
2008, and ending on June 30, 2013, The term of this Lease shall automatically
extend for a renewal term of five (5) years, commencing on July 1, 2013, and
expiring on June 30, 2018, unless Tenant provides Landlord with notice of intent
to terminate this Lease pursuant to Section 36 no later than July 1, 2012. The
primary term and any renewal term are sometimes collectively referred to in this
Lease as, the “Temm™.” )

See id at JA. Therefore, pursuant tioe First Amendment to Lease, the Lease will terminate on
June 30, 2018d.

11. Notwithstanding Petitionergrior and rightful ownerspi of the Mark, Koestler
filed Application Serial No. 77/539,217 for the mark “Shapley’s” for “restaurant and bar
services” on August 5, 2008 (the “Applicatign&nd obtained a registration on March 31, 2009
(Registration No. 3597904). That gtstration should be canceled.

12.  Koestler was not and is not the owrdrthe Mark. When Koestler filed the
Application, Petitioners were ¢howners of the Mark, and Peatitiers remain the owners of the
Mark to this day.

B. Koestler committed fraud in its procurement of the Registration.

13. Koestler's President, Scott Koestler, sigreedeclaration with the Application on
August 5, 2008, declaring Koestler svilne sole owner of the MarSpecifically, the Declaration
stated:

The undersigned, being hereby warned that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under 18
U.S.C. Section 1001, and that such willful false statements, and the like,
may jeopardize the validity of the application or any resulting registration,
declares that he/she is properly authorized to execute this application on
behalf of the applicant; he/she belietles applicant to be the owner of the
trademark/service mark sought to bgiseered, or, if the application is
being filed under 15 U.S.C. Section 10®)(he/she believes applicant to
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be entitled to use such mark in coence; to the bestf his/her knowledge

and belief no other person, firm, corption, or association has the right

to use the mark in commerce, eitherthe identical form thereof or in
such near resemblance thereto as to be likely, when used on or in
connection with the goods/services eftich other person, to cause
confusion, or to cause mistake, ordieceive; and thatladtatements made

of his/her own knowledge are truand that all statements made on
information and belief are believed to be true.

14. Koestler knew at the time the Application was filed that Koestler was not the
owner of the Mark.

15. Patent and Trademark Office personngtued the Registration pursuant to
Koestler's declarations that thacts in the Application were tru€he identification of the owner
was material to the graof the Registration.

16.  Koestler misrepresented its ownership indere order to intetionally deceive the
Patent and Trademark Office so the Regition would be issued to Koestler.

17. The Application would have been refdseegistration but for Koestler's false
assertions.

18. By virtue of the foregoing, Petitioners have been and will be damaged by the

continued presence on the PrincipagReer of the cited Registration.

C. The Reqistration falsely suggests a connectiowith Petitioners and consists of the
name of living individuals without their written consent.

19. The Registration falsely suggests a conmectvith Petitioners. It is the same as
Petitioners Mark and Mary Shapley’s names adild be recognized as such. Petitioners own
the Mark, but are not connectedth Registrant beyond th&ademark license and Lease.
Petitioners’ names are of suffictefame that when the Registration is used, a connection with

Petitioners is likely to be made by same considering purchasing the services.
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20.  Also, because, in the Application, Koestsaught to register a mark comprised of
the names of particular living individuals, alemark Act Section 2(c) (15 U.S.C. 81052(c))
required Mark and Mary Shapley’s written consentegistration of the nik as a pre-condition
to such registration. No such consent was pieyiby Mark or Mary Shapley. Mark and Mary
Shapley’s surname is associated with the Regish as being used connection with bar and
restaurant services. Moreovétark and Mary Shapley are so well known, the public reasonably
assumes the connection, and Mark and Margp&ly have been publicly connected with the
business in which the Mark ing used by Koestler.

21. By virtue of the foregoing, Petitioners have been and will be damaged by the
continued presence on the PrincipabRe&er of the cited Registration.

WHEREFORE, Petitioners pray that Registia No. 3597904 be cancelled and that this
Amended Petition for Cancellation be sussed in favor of the Petitioners.

Dated: November 1, 2017 Respectfully Submitted

MARK J. SHAPLEY,
MARY B. SHAPLEY, AND
SHAPLEY'’S, INC.

By: /s/Stephen J. Carmody
Stephen J. Carmody
One of Their Attorneys

OF COUNSEL:

Stephen J. Carmody, Miss. Bar No. 8345
scarmody@brunini.com

Karen E. Howell, Miss. Bar No. 102243
khowell@brunini.com

BRUNINI, GRANTHAM, GROWER& HEWES PLLC
Post Office Drawer 119 (39205)

190 East Capitol Street, Suite 100
Jackson, MS 39201

Telephone: (601) 948-3101

Facsimile: (601) 960-6902
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Certificate of Service

| certify that on November 1, 2017, | sent exact copy of this Amended Petition to
Cancel to the Trademark Trial and Appeal Bbalectronically via ESTTAo the United States
Patent and Trademark Office, altemark Trial and Appeal Balrto Michael S. Denniston,
Attorney for Applicant, via electronic mail to mdenniston@bradley.com and
bcwilson@bradley.comand U.S. Mail to One Federal Place, 1819, Fifth Avenue North,
Birmingham, AL 35203.

/sIStephed. Carmody
Stephen J. Carmody
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ASSET PURCHASE AGREEMENT

This Asset Purchase Agreement (*Agreement”) is made and entered into as of the 10th day
of July, 1998, effective as of the 11th day of July, 1998 by and between Shapley's, Inc. (“Seller™),
a Mississippi corporation, and Koestler, Inc, (“Buyer”), a Mississippi corporation. Mark Shapley
and Mary Shapley (collectively, “Shareholders”), are parties to those parts of this Agreement
where applicable. )

Seller desires to sell to Buyer, and Buyer desires to purchase from Seller, the Purchased
Assets (as defined below) according to the terms and conditions of this Agreement.

Therefore, in consideration of the premises and of the mutual agreements, representations,
warranties and covenants contained herein, Seller and Buyer agree as follows:

I DEFINITIONS. When used in this Agreement, the following terms, in addition to the other
capitalized terms which are specifically defined in other sections of this Agreement, have the
following respective meanings:

A. “Business” means the business conducted by the Seller on and prior to the date of
this Agreement as a restaurant.

\

B. *Cash Purchase Price” means One Million Three Hundred Thousand Dollars
($1,300,000).

C. “Closing” means the closing of the transactions contemplated by this Agreement,
which shall occur at 2:00 p.m. local time, on the Closing Date at the offices of
Brunind, Grantham, Grower & Hewes, PLLC, 1400 Trustmark Building, Jackson,
Mississippi 39201 or at such other place and time as Seller and Buyer may mutually
agree upon.

D. "Closing Date" means July 10, 1998, but effective as of the Purchase Date, or such
other date as may hereafter be mutually agreed to by the Buyer and Seller. -

E. “Deferred Purchase Price” means Three Hundred Ninety One Thousand Dollars
($391,000). ;

F. "Escrow Agreement'" means the Escrow Agreement in the form of Schedule 1. F.
hereof.

G. “Lease” means the Lease in the form of Schedule 1. G. hereof

H. “Noncompete Agreement” means the Noncompete Agreements in the form of
Schedule 1. H. hereof.
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L “Promissory Note” means the Promissory Note in the form of Schedule 1. I. hereof
to be executed and delivered by the Buyer to the Seller at the Closing pursuant to
Section II.B hereof.

3 “Purchase Date” means the Seller’s close of business on July 11, 1998,

K. “Purchase Price” means One Million Six Hundred Ninety One Thousand Dollaxs
($1,691,000). o=

L. "Purchased Assets” means the assets described in Schedule 1. L. hereof.

M.  “Security Agreement” means the Security Agreement in the form of Schedule 1. M,

hereof.
BASIC TRANSACTION.
A.  Sale and Purchase of Assets. At the Closing, effective as of the Purchase Date,

Seller will sell and convey to Buyer, and Buyer will purchase and accept from Seller,
the Purchased Assets. Buyer has agreed to purchase, and Seller has agreed to sell,
only the Purchased Assets. No other assets of the Seller, including but not limited
to cash, bank accounts, other cash equivalents, securities, real estate, or interests in
real estate shall be purchased by Buyer or sold by Seller.

B. Purchase Price. At the Closing, Buyer will pay to Seller the Purchase Price.
Payment of the Purchase Price shall be made as follows: (1) the Cash Purchase Price
shall be paid by wire transfer of immediately available funds to an account
designated at least three (3) business days prior to the Closing Date by Seller, ot as
otherwise agreed by Buyer and Seller; and (2) the Deferred Purchase Price shall be
paid by delivery of and pursuant to the Promissory Note.

C. Allocation of Purchase Price. The Purchase Price shall be allocated among the
Purchased Assets as set forth on Schedule 2.C of this Agreement. Seller and Buyer
agree that each will complete and file its tax returns in 2 manner consistent with the
allocations set forth. in this Agreement for the taxable period in which the Closing
occurs.

D.  Transactions at Closing, At the Closing, but effective as of the Purchase Date,
Seller shall sell, transfer, convey, assign and deliver the Purchased Assets to Buyer,
free and clear of any liens and encumbrances, and shall deliver to Buyer such
documents, instruments and certificates as are required by this Agreement to be
delivered by Seller. At the Closing, Buyer shall deliver to Seller the Purchase Price
and such documents, instruments and certificates as are required by this Agreement
to be delivered by Buyer. The conveyance documents for the Purchased Assets shall

Page 2
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